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AppUcation No„' 09/737118 Amendment and Correction of Previous Statements 

P^Se ^ Attorney Docket No.: S63.2-6748^US03 

CORRECTIONS OF PREVIOUS :>TATEMENTS 

On page 10 of appH- Mints' 5/4/2006 "Response and Supplement to Request for 
Interference," it was stated thai clajris 86-89 correspond to the count because they are 
anticipated or obvious variants of tlie subject matter of the count. On reconsideration applicants 
believe this to be incorrect as to claim 88. The two-sleeve species of claim 88 is not anticipated 
by the proposed count and is not believed to be obvious when the count is taken with the prior art 
to the applicant's invention. Therelcre the statement of unpatentability of claim 88 in view of the 
count is expressly withdrawn. 

This correction is bel:eved to necessitate a second count in the proposed 
interference with Berthiaume et al, LfS 6,1 10,146. The second count is proposed in Appendix A 
together with a proposed designatior.. of claims corresponding to each of the two proposed counts 
in accordance with 37 CFR 41, 202(a)(3). 

Appendix B provide; the claim chart required under 37 CFR 41,202(aX3) for the 
two proposed counts. 

Appendix C provider the detailed explanation why applicants will prevail on 
priority on each of the two proposed counts for each of counts as required in 37 CFR 
41.202(a)(4). 

Appendix D provide;; the written description claim chart for the copied claims as 
required in 37 CFR 41.202(a)(5), 

Appendix E provides a chart showing constructive reduction to practice in each of 
the applications for which benefit is i*^ught of the subject matter of the two proposed counts as 
required in 37 CFR 41.202(a)(6). 

Additionally applicants have discovered that the claim chart on pages 12-14 of 
applicants' 5/4/2006 "Response and Supplement to Request for Interference" contained a number 
of errors, in particular reliance on Fias 46-56 for constructive reduction to practice of the 
invention of the count. Figures 46-56 are not embodiments of the coimt (now proposed count 1). 
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The previous written description clxait is hereby expressly withdrawn. Corrected information is 
provided in the claim charts of Apjuaidices D and E. 



Fiorther, applicants Jiiwe decided that the "elastomeric material" subject matter of 
claim 89 is suggested in the specification, express written description si^port will not be 
asserted. Accordingly claim 89 haj been cancelled. 

Finally the course o f preparing this paper the issue of inventorship was 
reexamined. Ir was determined that the Preliminary Amendment filed with this application, 
cancelling the original claims and stbmitting copied claims should have been accompanied with 
a change in inventorship since the mbject matter of the copied claims was invented by less than 
all of the originally named inventois. That amendment has been provided hereinabove, together 
with the acknowledgment required in 37 CFR § 1 .48(b)(1). Please charge the Processing Fee in 
the amount of $130.00, under 37 C'R §1.17(i), as required in 37 CFR §1.48(b)(2) to our Deposit 
Account No. 22-0350 
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AppBcation No.: 09/737118 Atnendtmnt and Correction of Previous Statements 

^ Attorney Docket No.: S63.2-6748.VS03 

Appendix A 

Proposed Counts, Designation of Claims and Showing of How 
Designated Claims Correspond to the Count 

(37 CFR §4l.202(a)(2)) 

Two counts are now jiroposed by applicants Homan et al for the interference with 
Berthiaume et al, US 6 J 10,476. Tis counts are related as a genus (count 1) and a species (count 
2). The species are seen to be patenlably distinct on the basis that al least as of Applicants 
priority application date of March f , 1997, the subject matter of the species count would not have 
been obvious from the genus count 1 . In particular the use of a second sleeve in the balloon 
protector of count 2 two-sleeve balloon protector is not prima facie obvious from the slit sleeve 
balloon protector recited in count 1 . Accordingly the proposed counts are amended as follows: 

Count 1 : A protective sleeve 1 c r a balloon dilatation catheter comprising: 

an elongate tu oular member having a neck portion and a slit extending 
along the entire leng Ji of the tubular member from a proximal end to a distal end 
thereof, wherein a di ? :al portion of the tubular member is flared from the neck 
portion to the distal aid of the tubular member to define an enlarged funnel-Hke 
opening. 

* 

The claims proposed to be designated as corresponding to Count 1 are Homan et 
al, claims 85-87 and Berthaiume et al claims 1-7. The rationale is provided in Table 1 below. 

Count 2: A protective sleeve a? defined in count 1 further comprising: 

an outer sleeve dispouiMl about those portions of the tubular member proximal of 
the flared distal porticm, the outer sleeve being configured to maintain the slit of 
the tubular member in a closed configuration. 

The claims proposed x> be designated as corresponding to Count 2 are Homan et 
al, claim 88 and Berthaiume et al claim 4. The rationale is provided in Table 1 below. Note that 
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^'^^ ' Attorney Docket No.: S63.2-474S-US03 

due to the fact that Applicant's prior .ty patent US 5,893,868. which issued from application 
08/812,351, filed March 5, 1997, is jiriorartto each of Berthiaume et al's claims under 35 USC 
102(e), vrfiereas US 5,893,868 is nc't prior art to applicants, Berthiaume et al's claim 4 is 
designated as corresponding to botli counts whereas Homan et al's claim 88 is only designated as 
corresponding to Count 2. 
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Application IVo. : 09/737118 Amendment and Correction of Previous Statements 

^^^^ Attorney Docket No,: S63.2-6748'US03 



Appendix B 
Interfei-jng subject Matter Claim Chart 
(37CFR §41.202(a)(3)) 



At least one claim ol .sach party corresponds to the count and interferes because 
each party has at least one claim which is the same as each count and cannot be patentable if the 
count is awarded to the other party. Fable 3 provides the requisite claim chart 
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Amendment and Correction of Previous Statements 

Attorney Docket No.: S63J-6748'VS03 



Appendix C 

Detailed Explanati dd Why AppUcaots Wfll PrevaU On Priority 

[37 C.F.R § 41*202(aX4)) 



Applicants are entitl ;d to a constructive reduction to practice for each of the 



counts in each of the following ^p ications: 

U.S. Application No, 09/737,1 18, filed December 14, 2000, the present 
application, on the basis tha die counts are supported as shown in Appendix E. 

U.S. Application No 09/528,613 filed March 20, 2000 of Hohnan et al., now US 
Patent 6,416,529, on the basi;> that the present application is a continuation of 09/528.613 
and the counts are suppoilec as shown in Appendix E; 

U.S. Application No 09/034,434 filed March 4, 1998 of Hohnan et al, now US 
patent 6,152,944, on the bas'S that application 09/528,613 is a division of application 
09/034,434, priority is claimed in the present application and the counts are supported as 
shown in Appendix E; and 

US. Application No. 38/812,351 filed March 5, 1997 of Hanson et al., now U.S. 
patent 5,893,868, on the bas £ that application 09/034,434 is a continuation-in-part of 
application 08/812,351 , prioHty is claimed in the present application, and the counts are 
supported in Appendix E. 

Applications 09/034,1-34 and 08/812,351 are both prior to Berthiaume et al's 
September 30, 1998 filing date. Apjilicants therefore are the Senior Party as to both counts and 
m prima facie entitled to prevail or priority for both counts. Further, Applicants are entitled to 
an invention date earlier than March 5, 1 997, based upon at least a conception prior to that date. 
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Appendix D 
Writiten Description Claim Chart 
(37 CFR 41 202 (a)(5) 



Table 4 identifies lotriilions of written description support in the present 
application for applicants' claims. 
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Amendment and Correction of Previous Siatemenis 

Aiiorney Docket No. : S63,2'674S-US03 



Appendix E 

Coustrui^dve Reduction to Practice Claim Chart 
(37 CFR 41.202 (a)(6)) 



Request to be Accorded Benefit o T Prior Applications 

Applicants hereby formally request that in the declaration of the interference they 
be accorded benefit of the filing dats of the following prior applications: 

U.S. Application No. 09/737,118, filed December 14, 2000, the pi^ssent 
application, on the basis of written description support as shown in Appendix B. 

U.S. Application No. 09/528,613 filed March 20, 2000 of Holman et al., now US 
Patent 6,416,529, on the basis that tli i present application is a continuation of 09/528,613 and 
written description si^port as showji in Appendix B; 

U.S. Application No. 09/034,434 filed March 4, 1998 of Holman et al, now US 
patent 6,152,944, on the basis that a^pUcation 09/528,613 is a division of application 09/034,434 
and written description support els si lown in Appendix B; and 

U.S. Application No. 08/812,351 filed March 5, 1997 of Hanson et al., now U.S. 
patent 5,893,868, on the basis that ajrplication 09/034,434 is a continuation-in-part of application 
08/812,351 and written description support as shown in Appendix B. 

Table 4 identifies loca';ions of disclosure providing constructive reduction to 
practice of the subject matter of the <;ounts for each application for which applicant requests 
benefit. 
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